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REMARKS 

Claims 1-32 are pending in the application. 

Reconsideration and review of the claims are respectfully requested. 

Claim Rejection - 35 US.C. §112 
Claim 19 is rejected under 35 U.S.C. 112, second paragraph, as assertedly being 
indefinite for requiring the "entire" master medium to be formed at the specified temperature 
and pressure. The Examiner believes that the limitations in this claim would generally only be 
applicable to the formation of the magnetic layer on the surface of the substrate of the master 
medium. 

Applicants respond as follows. 

Applicants amend Claim 19 to recite that the magnetic layer is produced at a substrate 
temperature of 25''C and an argon gas pressure of 0.13-0.40 Pa. Support can be found, for 
example, in the specification at paragraph [58]. No new matter is added. Entry of the 
amendment is respectfully requested. 

Accordingly, Applicants submit that Claim 19 is in compliance with the requirements of 
35 U.S.C. § 112, second paragraph, and respectfully request reconsideration and withdrawal of 
the rejection. 
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Claim Rejections - 35 U.S.C. §102 and §103 
A. Claims 1-2, 8, 19-21, 23 and 26 are rejected under 35 U.S.C. §102(b) as 
assertedly being anticipated by Sawazaki (US 4,422,106) as evidenced by Oda et al. (US 
5,435,903), for the reasons of record. 

Regarding the relative permeability limitations of Claim 1, although the Examiner 
recognizes that Sawazaki does not expressly teach the required relative permeability, the 
Examiner takes the position that this limitation is necessarily met by the reference. The 
Examiner notes that relative permeability can be measured via application of a DC magnetic 
field or through the application of an AC magnetic field. However, the Examiner asserts that 
Applicants have not defined in the specification or the claims how the relative permeability is 
measured. 

The Examiner points to Oda for teaching that the relative permeability of a magnetic 
material when measured by an applied AC magnetic field is dependent on the frequency at which 
it is measured, with relative permeability decreasing as frequency increases (see figure 4 of Oda). 
The Examiner recognizes that DC relative permeability is not frequency dependent. Giving the 
claims their broadest reasonable interpretation, the Examiner interprets "relative permeability" in 
the instant claims, to mean relative permeability as measured by an AC magnetic field. The 
Examiner takes the position that any magnetic material is within the scope of Applicants' 
claimed relative permeability at some frequency. Thus, the Examiner asserts that the relative 
permeability limitation is met. 
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B. Claims 1-9, 18-26 and 32 are rejected under 35 U.S.C. §102(b) as assertedly 
being anticipated by Ishida et al. (WO 98/03972) as evidenced by Oda et al. (US 5,435,903), for 

1 

the reasons of record. 

C. Claims 1-9, 18-26 and 32 are rejected under 35 U.S.C. §103(a) as assertedly being 
unpatentable over Ishida et al. in view of Oda et al. and Sawazaki. 

D. Claims 10 and 27 are rejected under 35 U.S.C. § 103(a) as assertedly being 
unpatentable over Ishida as applied to Claims 1 and 22 above, and further in view of Takahashi 
et al. (US 5,173,370), for the reasons of record. 

E. Claims 10 and 27 are rejected under 35 U.S.C. § 103(a) as assertedly being 
unpatentable over Ishida as modified by Sawazaki as applied to Claims 1 and 22 above, and 
further in view of Takahashi et al. (US 5,173,370), for the reasons of record. 

F. Claims 16-17 and 31 are rejected under 35 U.S.C. §103(a) as assertedly being 
unpatentable over Ishida as applied to Claims 1 and 22 above, and further in view of Nishimatsu 
et al. (US 4,701,375), for the reasons of record. 

G. Claims 16-17 and 31 are rejected under 35 U.S.C. § 103(a) as assertedly being 
unpatentable over Ishida as modified by Sawazaki as applied to Claims 1 and 22 above, and 
further in view of Nishimatsu et al, for the reasons of record. 

H. Claims 11-15 and 28-30 are rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Ishida as applied to Claims 1 and 24 above, and further in view of Kitaori et 
al. (US 5,796,533) and Deamaley et al. (US 5,922,415), for the reasons of record. 
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I. Claims 1 1-15 and 28-30 are rejected under 35 U.S.C. §103(a) as assertedly being 
unpatentable over Ishida as modified by Sawazaki as applied to Claims 1 and 24 above, and 
further in view of Kitaori et al. and Deamaley et al. for the reasons of record. 

Applicants respectfully traverse the rejections. 

The referenced documents to Sawazaki and Ishida do not anticipate each and every 
element of Applicants' claimed invention. Namely, the cited references do not disclose a 
transfer method where the relative magnetic permeability of the magnetic layer of the master 
carrier for magnetic transfer is within the range of 10-1,000 as claimed. Likewise, the referenced 
documents when combined with Oda or any of the other secondary references do not render 
obvious the present invention. 

Moreover, one of ordinary skill in reading the present specification would understand that 
relative magnetic permeability, in the context of the present invention, is measured by applying a 
DC magnetic field. 

In the first instance, claim 1 directed to a transfer method clearly recites the step of 
applying a DC magnetic field. Thus, it is respectfully submitted that the Examiner's conclusion, 
namely, that apphcation of this field does not indicate that the relative permeability is measured 
with a DC magnetic field, is unwarranted. Namely, because information is transferred by 
applying a DC magnetic field, it is natural to understand that relative permeability is also 
measured with a DC magnetic field. 
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Moreover, Applicants point to certain U.S. patents as showing that the measurement of 
relative magnetic permeability of the magnetic layer of a master carrier ordinarily is not 
questioned as being carried out by applying a DC magnetic field. 

In patents relating to a magnetic recording medium, the general practice is to not refer to 
the frequency at which relative permeability is measured. Frequency rarely, if ever, comes into 
question. For example. Applicants point to U.S. Patent 6,815,097 to Yoshikawa et al. This 
patent merely discloses the measurement of relative permeability by vibrating sample 
magnetometry or VSM (see col. 10, lines 5-7). In U.S. Patent 6,805,966 to Formato et al, which 
relates to the field of magnetic transfer, no concrete frequency condition is described. 

Also, according to Oda et al. (U.S. Patent 5,435,903), the magnetic material is a core 
material of a switching power source, which can be operated in a high frequency region. 

Some of the signals relating to the magnetic recording medium have relatively high 
frequency. However, in the field of magnetic recording medium, the general practice by those 
skilled in the art is to measure relative permeability by applying a DC magnetic field with no 
change of relative permeability, or an AC magnetic field of low frequency. In the present 
invention, permeability is even more clearly defined and definitely described. 

Thus, one of ordinary skill would understand that relative magnetic permeability, in the 
context of the present invention, and this field of art in general, is measured by applying a DC 
magnetic field. 

In the present invention, relative magnetic permeability is in the range of 10 to 1,000. 
Applicants found that poor transfer resulted when relative magnetic permeability of the magnetic 
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layer of the master carrier was high (see specification, paragraphs [18] to [22]). When relative 
permeability is too low, the magnetic field for transfer is not absorbed in the master carrier. 
There is nothing in the prior art which teaches this characteristic feature of the present claims. 

Accordingly, Applicants respectfully request reconsideration and withdrawal of the 
rejections under 35 U.S.C. § 102(b) and 103(a). 



In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 

■ 

overpayments to said Deposit Account. 



Conclusion 



Respectfully submitted, 



SUGHRUE MION, PLLC 
Telephone: (202) 293-7060 
Facsimile: (202) 293-7860 
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